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E8 Responsive to communication(s) filed on Aug 1 1, 1999 * 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayfe, 1 935 CD. 1 1 ; 453 O.G. 21 3. 

A shortened statutory period for response to this action is set to expire THREE month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 

Disposition of Claims 

Kl Claim(s) 1-10 is/are pending in the application. 

Of the above, claim(s) is ' are withdrawn from consideration. 

□ Claim(s) __ . is/are avowed. 

K! Claim(s) 7-4, fi, 7, 3, and 10 . is/are rejected. 

m Claim (s) 5 and 8 is ' are objected to. 

□ Claims are subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Capproved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

Kl Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d). 
K3 All □ Some* DNone of the CERTIFIED copies of the priority documents have been 
Kl received. 

□ received in Application No. (Series Code/Serial Number) . 

8 received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: _ 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

KJ Information Disclosure Statement(s), PTO-1449, Paper No(s). 4, 5 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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This application does not contain an abstract of the disclosure as required by 
37 CFR 1.72(b). An abstract on a separate sheet is required. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

Claims 1-4, 6, 7, 9 and 10 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention. 

A broad range or limitation together with a narrow range or limitation that 
falls within the broad range or limitation (in the same claim) is considered indefinite, 
since the resulting claim does not clearly set forth the metes and bounds of the 
patent protection desired. Note the explanation given by the Board of Patent 
Appeals and Interferences in Ex parte Wu 9 10 USPQ2d 2031, 2033 (Bd. Pat. App. 
& Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising 
a question or doubt as to whether the feature introduced by such language is (a) 
merely exemplary of the remainder of the claim, and therefore not required, or (b) a 
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required feature of the claims. Note also, for example, the decisions of Ex parte 
Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 
1948); and Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949). In the present 
instance, claims 1-4, 6, 7, 9 and 10 recite the broad recitation "a median particle 
size of approximately from 2 to 12 microns" , and the claim also recites the 
terminology more preferably or preferably another size range which is the narrower 
statement of the range/limitation, "preferably 4 to 12 microns" "more preferably 4 to 
1 0 microns" 

The use of linking terms (eg. preferably, maybe, such as, for example, for 
instance, especially) to associate broad and narrow ranges within the same claim 
renders the claims indefinite. The resulting claim does not clearly set forth the 
metes and bounds of the patent protection desired. One could not tell from such a 
claim if the narrower range or limitation is a restriction on limitation on the broader 
range or limitation. 

The terminology "up to 5%, e.g. 2%" is also indefinite for the reasons set 

forth above. 
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Claims 5 and 8 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Claims 1-4, 6, 7, 9 and 10 are rejected. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to James M. Spear whose telephone number is 
(703) 308-2457. The examiner can normally be reached on Monday thru Friday 
from 6:30 A.M. to 3:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Thurman Page, can be reached on (703) 308-2927. The fax 
phone number for this Group is (703) 305-3592 or 308-4556. 

Communications via Internet e-mail regarding this application, other than 
those under 35 U.S.C. 132 or which otherwise require a signature, may be used by 
the applicant and should be addressed to [thurman.page@uspto.gov]. 

All Internet e-mail communications will be made of 
record in the application file. PTO employees do not 
engage in Internet communications where there exists a 
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possibility that sensitive information could be 
identified or exchanged unless the record includes a 



requirements of 35 U.S.C. 122. This is more clearly 
set forth in the Interim Internet Usage Policy 
published in the Official Gazette of the Patent and 
Trademark on February 25, 1997 at 1195 OG 89. 

Any inquiry of a general nature or relating to the 
status of this application or proceeding should be 
directed to the Group receptionist whose telephone 
number is (703) 308 1235. 

James M. Spear 

September 30, 2000 



properly signed express waiver of the confidentiality 
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